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DETAILED ACTION 

1 . This action is responsive to communications: The Application filed 09/1 8/03. 

2. Claims 1-22 are pending in the case. Claims 1,12, and 19, are independent claims. 

Information Disclosure Statement 

3. The information disclosure statement (IDS) submitted on 01/30/04 has been considered 
by the examiner. 

Claim Rejections - 35 USC §101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

5. Claims 10, 17, 18, 21, and 22 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

6. Claims 10, 17, and 21 are considered non- statutory because the computer readable 
medium could a communication media including a propagated signal data signal (Specification: 
Page 4, lines 18-20; Page 6, lines 12-16). Thus the claims are rejected under 35 U.S.C. 101 for 
failing to fall within a statutory category and for failing to be structurally and functionally 
interconnected with the software in such a manner to, in and of itself, enable any usefulness to be 
realized. The Examiner suggests the Applicant amend the claim to include an appropriate 
computer readable medium (i.e. a computer readable storage medium). 
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Claims 1 8 and 22 are considered non-statutory because the claimed apparatuses could be 
implemented in software alone (Specification: Page 4, lines 18-20; Page 5: Lines 15-16). The 
claimed apparatuses must be claimed with an appropriate hardware component to enable the 
functionality to be realized. 

Appropriate correction is required. 

Claim Rejections - 35 USC§112 

7. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

8. Claims 6 and 9 rejected under 35 U.S.C. 1 12, second paragraph, as failing to set forth the 
subject matter which applicant(s) regard as their invention. Claims 6 and 9 are rejected under 35 
U.S.C. 1 12, second paragraph, as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as the invention. 

In regard to claim 6, the claim is considered indefinite for failing to particularly point out 
what the result would be if it was determined that the new content contained direct formatting 
that was not permitted. As currently claimed only the determined not permitted styles are acted 
upon when identified. 

The term "smaller than" in claim 9 is a relative term which renders the claim indefinite. 
The term "smaller than" is not defined by the claim, the specification does not provide a standard 
for ascertaining the requisite degree, and one of ordinary skill in the art would not be reasonably 
apprised of the scope of the invention.. 
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Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

10. Claims 1, 10, and 1 1 are rejected under 35 U.S.C. 102(b) as being anticipated by Piersol 
et al (US-5,745,910 04/28/98). 

-In regard to independent claim 1 and dependent claims 10 and 11, Piersol teaches a 
method for restricting the application of formatting to the electronic document, comprising: 

receiving a request to perform a formatting operation on a portion of the contents of the 
document (column 18, lines 31-67; column 19, 1-31: "a user can retrieve an entire document to 
view it and edit the individual parts as desired"); 

determining whether the requested formatting operation was permitted (column 18, lines 
31-67; column 19, 1-31: "individual parts can be protected with limited access rights... access 
restrictablility is another characteristic property of a part... other properties of a restricted part are 
still available to the users of the system"); and 

in response to determining the operation was not permitted (column 18, lines 31-67; 
column 19, 1-31: i.e. the requesting user does not have the access rights as determined by the 
part), denying the request to perform the formatting operation (column 19: lines 10-14). 



Claim Rejections - 35 USC § 103 
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1 1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

12. Claims 2, 5-9, 12, and 17-18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Piersol et al (US-5,745,910 04/28/98) in view of Fein et al (US-6,088,71 1 07/1 1/00). 

-In regard to dependent claim 2, Piersol teaches restricting the access for editing a 
document part based on limited access (column 18, lines 31-67; column 19, 1-31). 

Piersol does not specifically teach wherein requested editing operation comprises a direct 
formatting operation and wherein determining whether the formatting operation was permitted 
comprises determining whether direct formatting of the contents of the electronic document was 
permitted. Fein teaches wherein a user could edit a document via direct formatting (column 1 , 
liens 63-67; column 2, lines 1-16: "using direct formatting"). It would have been obvious to one 
or ordinary skill in the art at the time of the invention for the user of Piersol to have been 
restricted from editing a document part based on direct formatting as taught in Fein, because Fein 
teaches that direct formatting was tedious and time consuming (column 2, lines 1-16: "direct 
formatting... tedious and time-consuming") compared to the advantages of applying formatting 
through styles (column 1, lines 54-62). 

-In regard to dependent claim 5, Piersol teaches restricting the access for editing a 
document part based on limited access (column 18, lines 31-67; column 19, 1-31). 
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Piersol does not specifically teach the application of a style to a portion of the contents of 
the electronic document and wherein determining whether the requested formatting operation 
was permitted comprises determining whether the style is permitted to be applied to the contents 
of the document. Fein teaches wherein a user could edit a document via the application of user 
selected styles (column 1, lines 15-62; column 2, lines 17-32: "a style is a set of named 
formatting properties"). It would have been obvious to one or ordinary skill in the art at the time 
of the invention for the user of Piersol to have allowed editing to a document part based on style 
formatting as taught in Fein, because Fein teaches that the application of style formatting 
provided well known advantages (column 1, lines 54-67; column 2, lines 1-17: "advantages of 
styles are well known"). 

-In regard to dependent claim 6, Piersol teaches importing new content into the 
electronic document (column 17, lines 62-67; column 18, lines 1-31: "contents moved from one 
document to another"), wherein determining whether the requested operation was permitted 
comprises determining whether the new content contains one or more styles that are not 
permitted to be applied to the contents (column 1 7, lines 62-67; column 1 8, lines 1-31: 
"determines whether they belong to the same category. . .styled text and the destination is plain 
text"), and further comprises replacing the styles contained in the new content that are not 
permitted with a permitted style prior to importing the new content (column 17, lines 62-67; 
column 18, lines 1-31: "the system converts the selected information into the same type as the 
destination document"). 



Application/Control Number: 10/664,734 Page 7 

Art Unit: 2178 

-In regard to dependent claim 7, Piersol teaches wherein the permitted style was user 
selectable (column 17, lines 62-67; column 18, lines 1-31: i.e. the permitted style was user 
selectable in that the user created document's intrinsic style was user selectable which correlated 
to the permitted style). 

-In regard to dependent claim 8, Piersol comprises determining whether editing 
operations are permitted to modify the formatting of a part of a document based on access rights 
(column 18, lines 31-67; column 19, 1-31). 

Piersol does not specifically teach wherein the editing operation was a programmatic 
operation that would result in the modification of the formatting of a portion of the electronic 
document and wherein determining whether the requested formatting was permitted based on the 
programmatic operation. Fein teaches wherein a user could edit a document via the 
programmatic application of user selected style or style sheet (column 1, lines 15-62; column 2, 
lines 17-32: "a style is a set of named formatting properties.... all of the chapter titles.... style 
would reflect the redefined style"). It would have been obvious to one or ordinary skill in the art 
at the time of the invention for the user of Piersol to have allowed editing to a document part 
based on the application of a programmatic style formatting operation as taught in Fein, because 
Fein teaches that the application of style formatting provided well known advantages (column 1, 
lines 54-67; column 2, lines 1-17: "advantages of styles are well known"). 
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-In regard to dependent claim 9, Piersol teaches wherein the user could view and edit 
the individual parts of an entire document (column 18, lines 31-67; column 19, 1-31: "view it 
and edit. . .as desired") based on access rights. 

Piersol does not specifically teach determining whether the portion of the contents of the 
document comprises a smaller portion than a paragraph and whether the style comprises a 
paragraph style; and in response to determining that the portion is smaller than a paragraph and 
the style comprises a paragraph style, applying the style to the paragraph containing the portion 
if it was determined that the requested formatting operation was permitted. Fein teaches 
determining whether the portion of the contents of the document comprises a smaller portion 
than a paragraph (column 3, lines 24-36: "determining whether the paragraph is one line in 
length"; column 6, lines 63-65: "as short as one line in length") and whether the style comprises 
a paragraph style (Figs. 2A-2B: "Match... existing style" &"Determine appropriate style to 
define"); and in response to determining that the portion is smaller than a paragraph and the style 
comprises a paragraph style, applying the style to the paragraph containing the portion if it was 
determined that the requested formatting operation was permitted (Figs. 3A-3B: "Paragraph type 
is body text" & "Paragraph type is heading"). It would have been obvious to one or ordinary 
skill in the art at the time of the invention for the user of Piersol to have allowed editing to a 
document part based in response to determining that the portion is smaller than a paragraph and 
the style comprises a paragraph style as taught in Fein, because Fein teaches that the application 
of paragraph style formatting provided well known advantages (column 1, lines 54-67; column 2, 
lines 1-17: "advantages of styles are well known") to include the removal of any direct 
formatting of the paragraph (column 9, lines 5-11: "direct formatting. . .removed"). 
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-In regard to independent claim 12 and dependent claims 17 and 18, Piersol teaches a 
method for limiting formatting to the contents of document, comprising: 

receiving a request to apply formatting to contents of the document (column 18, lines 31- 
67; column 19, 1-3 1 : "a user can retrieve an entire document to view it and edit the individual 
parts as desired"). 

Piersol does not specifically determining whether the request comprises a request to 
apply formatting directly to the contents of the electronic document or a request to apply a style 
to the contents of the electronic document; in response to determining that the request comprises 
a request to apply formatting directly to the contents of the electronic document, denying the 
request; in response to determining that the request comprises a request to apply a style to the 
contents of the electronic document, determining whether the style may be applied to the 
document; and applying the style if the style may be applied to the document. Fein teaches 
wherein a user could edit a document via direct formatting (column 1, liens 63-67; column 2, 
q lines 1-16: "using direct formatting"). Fein further teaches wherein a user could edit a document 
via the application of user selected styles (column 1, lines 15-62; column 2, lines 17-32: "a style 
is a set of named formatting properties"). Fein further teaches establishing a preference between 
direct and style based formatting (column 1, lines 43-67; column 2, lines 1-48) and applying 
style based formatting (column 1, lines 43-67; column 2, lines 1-48). It would have been obvious 
to one of ordinary skill in the art at the time of the invention for Piersol to have determined the 
formatting request between direct and style, and to deny the formatting if it constituted direct 
formatting and to accept and apply the formatting if it constituted style formatting, because Fein 
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taught that direct formatting was tedious and time consuming (column 2, lines 1-16: "direct 
formatting. . .tedious and time-consuming") and that the application of style formatting provided 
well known advantages (column 1, lines 54-67; column 2, lines 1-17: "advantages of styles are 
well known"). 

13. Claims 3, 4, and 13-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Piersol et al (US-5,745,910 04/28/98) in view of Fein et al (US-6,088,71 1 07/1 1/00) in further 
view of Young (01/23/01 6,177,933). 

-In regard to dependent claim 3, Piersol and Fein do not specifically teach displaying 
an error message indicating that direct formatting of the contents of the document was not 
permitted. It would have been obvious to one of ordinary skill in the art at the time of the 
invention for the restricted editing access of Piersol to have displayed an error when a user 
attempted to edit a document part without proper access rights, because displayed error messages 
were notoriously well known in the art at the time of the invention to provide the benefit of 
quickly informing a user to the context of denied request. Thus the user of Piersol in view of 
Fein would have been provided the benefit of knowing that direct formatting document editing 
was prohibited within the selected documents. 

Neither Piersol nor Fein teach displaying a list of available styles in response to 
determining that the direct formatting of the contents was not permitted. Young teaches 
providing a user a list of available paragraph styles for user selection (column 3, lines 22-41 ; 
column 4, lines 13-23: "user can select another style from the scrolling list")(Fig. 2C: 212: 
"Apply Changes") to be applied to a document lexical element (column 1, liens 21-27). It would 
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have been obvious to one of ordinary skill in the art at the time of the invention for the user of 
Piersol to have been presented with a display of available styles as taught in Young, because 
Young teaches that a list of styles provides a convenient interface for a user to view and select a 
plurality of styles to be applied to a lexical document element (column 1, lines 21-27; column 4, 
lines 14-23: "user can select another style from the scrolling list"). Fein further teaches that 
displaying the list of styles in Young would provide Piersol the benefit of allowing the user to 
select style formatting to utilize their well known advantages (column 1, lines 54-67; column 2, 
lines 1-17: "advantages of styles are well known"). 

-In regard to dependent claim 4, Young teaches receiving a selection of a style from the 
list of available styles and applying the selected style to a selected portion of the document 
(column 1, lines 21-27; column 4, lines 14-23: "user can select another style from the scrolling 
list"). 

-In regard to dependent claim 13, neither Piersol nor Fein teach in response to 
determining that the request comprises a request to apply formatting directly to the contents of 
the electronic document: displaying a list of styles available to be applied in the document; 
receiving a selection of a style from the list; and applying the selected style to the document. 

Young teaches providing a user a list of available paragraph styles for user selection 
(column 3, lines 22-41; column 4, lines 13-23: "user can select another style from the scrolling 
list")(Fig. 2C: 212: "Apply Changes") to be applied to a document lexical element (column 1, 
liens 21-27). It would have been obvious to one of ordinary skill in the art at the time of the 
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invention for the user of Piersol to have been presented with a display of available styles as 
taught in Young, because Young teaches that a list of styles provides a convenient interface for a 
user to view and select a plurality of styles to be applied to a lexical document element (column 
1, lines 21-27; column 4, lines 14-23: "user can select another style from the scrolling list"). 
Fein further teaches that displaying the list of styles in Young would provide Piersol the benefit 
of allowing the user to select style formatting to utilize their well known advantages over direct 
formatting (column 1 5 lines 54-67; column 2, lines 1-17: "advantages of styles are well known"). 

-In regard to dependent claim 14, Piersol teaches denying a request to edit a document 
part based on limited access rights (column 18, lines 31-67; column 19, 1-31: "a user can retrieve 
an entire document to view it and edit the individual parts as desired"). 

Piersol does not specifically teach receiving a request to create a new style. Both Fein 
and Young teach receiving a request to create a new style (Fein: column 1, lines 29-34: "user can 
also define styles")(Fig. 2B: "Create and store newly defined style")( Young: Fig. 2A-2C: "New 
Style"). It would have been obvious to one of ordinary skill in the art at the time of the invention 
for Piersol to have allowed the creation of new styles, because Fein teaches that by creating new 
styles a user could define a reusable style that could utilize the well known style advantages 
(column 1, lines 54-67; column 2, lines 1-17: "advantages of styles are well known"). Thus the 
users with complete access rights of Piersol would be provided the benefit of enforcing the new 
style to all the parts of the document. It also would have been obvious to one of ordinary skill in 
the art at the time of the invention for Piersol to have blocked the creation of new styles, because 
Piersol teaches that some parts of the document have limited rights access (column 18, lines 31- 
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67; column 19, 1-31: "a user can retrieve an entire document to view it and edit the individual 
parts as desired") for editing, and thus the users of Piersol with limited access rights wouldn't be 
able to change the intrinsic contents with said newly created style. 

-In regard to dependent claim 15, Piersol teaches denying a request to edit a document 
part based on limited access rights (column 18, lines 31-67; column 19, 1-31: "a user can retrieve 
an entire document to^view it and edit the individual parts as desired"). 

Piersol does not specifically teach receiving a request to modify a style; and denying the 
request to modify a style. Both Fein and Young teach modifying a style (Fein: column 2, lines 1- 
32: "redefine the 'chapter title' sty le")( Young: Fig. 2A: "Update Style"). It would have been 
obvious to one of ordinary skill in the art at the time of the invention for Piersol to have allowed 
the modification of styles, because Fein teaches that by modifying styles a user could define a 
reusable style that could utilize the well known style advantages (column 1, lines 54-67; column 
2, lines 1-17: "advantages of styles are well known"). Thus the users with complete access rights 
of Piersol would be provided the benefit of enforcing the modified style to all the parts of the 
document. It also would have been obvious to one of ordinary skill in the art at the time of the 
invention for Piersol to have blocked the modification of styles, because Piersol teaches that 
some parts of the document have limited rights access (column 18, lines 31-67; column 19, 1-31: 
"a user can retrieve an entire document to view it and edit the individual parts as desired") for 
editing, and thus the users of Piersol with limited access rights wouldn't be able to change the 
intrinsic contents with said modified style. 
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-In regard to dependent claim 16, Piersol teaches importing new content into the 
electronic document (column 17, lines 62-67; column 18, lines 1-31: "contents moved from one 
document to another. . .user has selected an object and dragged it to its intended destination"), 
wherein determining whether the requested operation was permitted comprises determining 
whether the new content contains one or more styles that are not permitted to be applied to the 
contents (column 17, lines 62-67; column 18, lines 1-31: "determines whether they belong to the 
same category... sty led text and the destination is plain text"), and further comprises replacing 
the styles contained in the new content that are not permitted with a permitted style prior to 
importing the new content (column 17, lines 62-67; column 18, lines 1-31: "the system converts 
the selected information into the same type as the destination document"). 

Allowable Subject Matter 

14. Claims 19 and 20 are allowed. 

Conclusion 

15. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Please note the additional prior art reference cited on the accompanying PTO-892 form. 

16. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Adam L. Basehoar whose telephone number is (571)-272-4121. 
The examiner can normally be reached on M-F: 7:00am - 4:00pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steve Hong can be reached on (571) 272-4124. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Adam L. Basehoar 




